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DETAILED ACTION 



Response to Amendment 

1 . This Office action is in response to the amendment filed 10/4/2006. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

3. Claims 1-15 and 26-30 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-8 of U.S. Patent No. 6,948,099. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
all the claimed features of he present Application serial No. 10/764,617 are transparently found 
in U.S. Patent no. 6,948,099. Take an example of independent claim 10 of the present 
Application and independent claim 2 of the U.S. Patent as following table: 
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Amplication Serial No 1 0/764 61 7 


T T <s Patent No 6 948 OQQ 


A non- volatile, reprogrammable semiconductor 
memory comprising: 


A memory comprising: 


a plurality of addressable partitions, including 

d pallllUJH oHJllllg all upc-lallHg ajroLCill, ctilLX 


a first portion storing a primary operation 


a storing location storing an address for one of 
said partitions in association with information 
about the information stored in said partition. 


a second nortion storing a reeoverv oneratinp 

c* ovvviiu pwi iiv/ii oiv/i iiifLy a i vvU v y \jyj\^l chili £1, 

system and instructions adapted to obtain a 
new operating system from outside said 
memory; and 




wherein said memory is a FLASH memory. 



According to the example in the table above, the differences between the current 
application (10/764,617), and the US Patent (6,948,099) is the US Patent further defined a 
second portion storing a recovery operation system and instructions, and the memory is a Flash 
memory, It is obviousness to a person of ordinary skill in the art at the time the invention was 
made to recognize a non- volatile, reprogrammable semiconductor memory in the current 
application is same type as Flash memory, i.e., non-volatile memory, and the instructions stored 
in the second portion as defined in the US Patent (6,948,099) is an address stored in the partition 
as defined in the current application (10/764,617). Thus, claims 1-15 and 26-30 in current 
application (10/764,617) are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-8 of U.S. Patent No. 6,948,099. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the. 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 

5. Claims 1-15 and 26-30 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tallam (US PAT. 6,948,099). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
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inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Regarding claim 1, Tallam discloses a method of organizing stored information on a non- 
volatile, reprogrammable semiconductor memory (14, figure 1 and col. 2 lines 28-44) 
comprising partitioning said memory into a plurality of partitions (20 and 22, figure 2 and col. 2 
line 66 through col. 3 line 15), each having a defined address (col. 2 line 45 through col. 3 line 
15), and storing the defined address for one partition in another partition (col. 2 line 66 through 
col. 4 line 6). 

Regarding claim 2, Tallam discloses the method further including storing information 
about the number of partitions (col. 4 line 59 through col. 5 line 39). 

Regarding claims 3-5, Tallam discloses the method further including storing a boot 
loader (102, figure 5), a file system (106, figure 5), and a kernel for an operating system (104, 
figure 5) in one of said partition (col. 4 line 59 through col. 5 line 18). 

Regarding claim 6, Tallam discloses the method further including storing information in 
association with the addresses about whether or not an integrity check needs to be done on the 
data stored at association address (col. 4 lines 26-50). 

Regarding claims 7-9, Tallam discloses the method further including storing, in 
association with the address of a partition, information about the type of information stored in the 
partition, and storing information about whether or not the information stored at given partition 
is a boot loader, a kernel or a file system, and storing information about the load address for said 
information in association with said address (col. 4 line 59 through col. 5 line 38, figure 5). 
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Regarding claim 10, Tallam discloses a non-volatile, re-programmable semiconductor 
memory (14, figure 1 and col. 2 lines 36-44), comprising a plurality of addressable partitions, (20 
and 22, figure 14), including a partition storing an operating system, i.e., primary operation 
system (22, figure 2), a storage location storing an address for one of said partitions in 
association with information about the information stored in said partition (20, figure 3, and col. 
3 line 16 through col. 4 line 25). 

Regarding claim 11, Tallam discloses a non- volatile, re-programmable semiconductor 
memory is a FLASH memory (col. 2 lines 36-44). 

Regarding claims 12-25, Tallam discloses a non-volatile, re-programmable 
semiconductor memory wherein one of the said partitions stores a basic input/output system (32, 
figure 3), a file system (106, figure 5), a kernel for an operating system (104, figure 5), and a 
boot loader (102, figure 5). 

Regarding claim 26, Tallam discloses a processor-based system (12, figure 6) comprising 
a processor (65, figure 6), a volatile memory (68, figure 6) coupled to said processor, and a re- 
programmable, non-volatile semiconductor memory (14 figure 6) coupled to said processor (col. 
5 line 43 through col. 6 line 24), the semiconductor memory including a plurality of partitions 
(20 and 22, figure 2), one of said partitions storing an operating system (22, figure 2), and 
another of said partitions storing the address of the other partitions in association with 
information about what is stored in each of the partitions (figure 5 and col. 4 line 59 through col. 
5 line 38). 

Regarding claim 27, the limitations of the claim are rejected as the same reasons set forth 
in claim 11. 
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Regarding claims 28-30, the limitations of the claims are rejected as the same reasons set 
forth in claims 12-25. 

6. Claims 1-15 and 26-30 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bunnell et al. (US Pat. 5,594,903 hereinafter Bunnell). 

Regarding claim 1, Bunnell discloses a method of organizing stored information on a 
non-volatile, re-programmable semiconductor memory, i.e., read only memory, (14, figure 1 and 
col. 4 lines 41-48) comprising partitioning said memory into a plurality of partitions each having 
a defined address(62, figure 3 and col. 20 lines 56-60), and storing the defined address for one 
partition in another partition (col. 7 line 45 through col. 8 line 61). 

Regarding claim 2, Bunnell discloses a method further including storing information 
about the number of partitions (col. 6 line 10 through col. 7 line 26). 

Regarding claims 3-5, Bunnell discloses a method further including store a boot loader 
(68, figure 3 and col. 7 lines 53-65), a file system (col. 8 lines 41-56) and a kernel for an 
operating system (col. 8 lines 21-40) in one of the said partition. 

Regarding claim 7-9, Bunnell discloses a method further including storing, in association 
with the address of a partition, information about the type of information stored in the partition 
(figure 3), storing information about whether or not the information stored at a given partition is 
a boot loader, a kernel or a file system, and storing information about the load address for said 
information in association with said address (col. 7 line 45 through col. 9 line 52). 

Regarding claim 10, Bunnell discloses a non- volatile, re-programmable semiconductor 
memory, i.e., (ROM) read only memory (40, figure 2) comprising a plurality of addressable 
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partitions (figure 2), including a partition storing an operating system (44', figure 2), and a 
storage location storing an address for one of said partitions in association with information 
about the information stored in said partition (col. 6 line 30 through col. 7 line 40). 

Regarding claim 11, Bunnell discloses the memory is a FLASH memory (col. 7 lines 45- 

52). 

Regarding claims 12-15, Bunnell discloses the memory wherein one of said partitions 
stores a basic input/output system (col. 4 lines 49-65), a file system (col. 8 lines 41-57), a kernel 
for an operating system (col. 8 lines 21-28), and a boot loader (68, figure 3). 

Regarding claim 26, Bunnell discloses a processor-based system (10, figure 1) 
comprising a processor (12, figure 1), a volatile memory, i.e., RAM (40, figure 2) coupled to 
processor (figure 1), and a re-programmable, non- volatile semiconductor memory, i.e., (ROM) 
read only memory (42, figure 2) coupled to said processor (col. 4 line 28-48), said semiconductor 
memory including a plurality of partitions (42, figure 2 and 62, figure 3), one of said partitions 
storing an operating system (44', figure 2) and another of said partitions storing the addresses of 
the other partitions in association with information about what is stored in each of said partitions 
(col. 6 line 30 through col. 7 line 40). 

Regarding claims 27, the limitations of the claim are rejected as the same reasons set 
forth in claim 11. 

Regarding claims 28-30, the limitations of the claims are rejected as the same reasons set 
forth in claim 12-15 



Response to Arguments 
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7. Applicant's arguments filed 10/4/2006 have been fully considered but they are not 
persuasive. 

The declaration under 37 CFR 1.132 filed 10/4/2006 is insufficient to overcome the 
rejection of claims 1-15 and 26-30 based upon Tallam (US PAT. 6,948,099) as set forth in the 
last Office action because: the evidence provided is insufficient to overcome the rejection. 
While the practitioner's statements are informative, they do not constitute evidence per se, 
particularly the statement made in paragraph 3 of the affidavit. Applicants should refer to MPEP 
715.01(c) II. Derivation which states, in part, the "patent. . . may be removed by submission of 
evidence establishing the fact that the patentee. . . derived his or her knowledge of the relevant 
subject matter from applicant. Moreover applicant must further show that he or she made the 
invention upon which the relevant disclosure in the patent. . .is based." In this affidavit, the 
practitioner has provided allegations of facts unsupported by evidence. In MPEP 716.01(c) II, 
attorney's allegations "that the author(s) of the prior art derived the disclosed subject matter from 
the applicant [s]" are stated as not being acceptable. Therefore, applicants have failed to provide 
a satisfactory showing that the relevant portions of the patent originated with or were obtained 
from the instant applicants and that subject matter is now claimed. 

The double patenting rejection is maintained because applicant failed to provide a 
terminal disclaimer signed by the assignee that fully comply with 37 CFR 3.73(b). In addition, 
applicant fails to address any argument related to the double patenting rejection. 

In response to applicant's argument that Tallam has nothing to do with storing the defined 
address for one partition in another partition, it appears that Tallam teaches a storage device (14, 
figure 2) including addressable locations for BIOS and recovery operation system (20, figure 2) 
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and a primary operation system (22, figure 2), wherein the recovery operating system is 
responsible for updating and/or obtaining a replacement for a primary operation system (col. 3 
lines 12-15) such that the storage device storing the define address for one partition, i.e., the 
primary operation system (22, figure 2), in another partition, i.e., the recovery operation system 
(20, figure 2). Thus, Tallam teaches the unduly broad claimed limitations. 

In response to applicant's argument that Bunnell does not teach storing the defined 
address for one partition in another partition, it is noted that Bunnell teaches to partition address 
space portion (60, figure 3) into a plurality of partitions, i.e., nonvolatile portion (62, figure 3) 
and volatile portion (64, figure 3), and storing the define address for one partition in another 
partition (col. 7 lines 53-65 and col. 12 lines 42-51, OS data segment (72, figure 3) is stored in 
the nonvolatile portion and a copy of the OS data segment being transferred from the nonvolatile 
portion to the volatile portion when the volatile portion is initialized). Thus, Bunnell teaches the 
unduly broad claimed limitations. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zhuo H. Li whose telephone number is 571-272-4183. The 
examiner can normally be reached on Mon - Fri 10:00am - 6:30pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sanjiv Shah can be reached on 571-272-4098. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

10. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SANJIV SHAH 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 




Zhuo H. Li 
Patent Examiner 
December 7, 2006 




